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I. INTRODUCTION

 The USPTO’s regulations provide that if the Board has “knowledge of any 

grounds not raised in the appeal for rejecting any pending claim, it may include in 

its opinion a statement to that effect with its reasons for so holding.”  37 C.F.R. 

§ 41.77(b) (emphasis added).  Given the permissive language in the regulation, it is 

not surprising that both this Court, and its predecessor, have acknowledged that the 

Board has discretion to issue new grounds of rejection. See, e.g., In re Leithem,

661 F.3d 1316, 1319 (Fed. Cir. 2011); In re Loehr, 500 F.2d 1390, 1393 (C.C.P.A. 

1974).

 The panel’s precedential holding that the Board erred when it failed to 

exercise its discretion to consider a new ground of rejection (Op. at 19) is at odds 

with the discretionary nature of § 41.77(b), as well as the Board’s role as an 

appellate tribunal.  The decision could be used to argue that the Board is required 

to look for possible rejections that were not made on the record, and to include 

them if present.  The decision could also enable third party requesters to limit the 

rejections they propose to the examiner, and then argue that the Board erred by 

failing to consider new grounds of rejection they chose not to propose—as 

happened here.  The decision may also impede this Court’s ability to effectively 

focus on reviewing decisions that were actually made as opposed to those that 

could have been made.  Accordingly, rehearing is necessary not only to avoid these 
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unintended consequences of the panel’s precedential decision, but also to restore 

the proper discretionary standard for new grounds of rejection, and thereby remain 

consistent with Leithem.

II. POINTS OF LAW OVERLOOKED OR MISAPPREHENDED 

 The panel overlooked or misapprehended key points of law in its decision.  

The panel failed to confine its decision to the record on appeal.  Instead, it looked 

at an issue outside the record—whether claim 1 would have been obvious based on 

the combination of Sainio and Ross—to justify Q. I. Press’ (QIPC’s) argument that 

claim 1 is not valid.  Additionally, review of the Board’s failure to issue a new 

ground of rejection is barred under 5 U.S.C. § 701(a)(2) because 37 C.F.R. § 

41.77(b) expressly commits new grounds of rejection to the Board’s discretion, and 

review is not authorized under 5 U.S.C. § 706 because this Court is precluded from 

compelling the Board to exercise its discretion in a manner favored by the Court.     

III. BACKGROUND 

Quad/Tech owns U.S. Patent 6,867,423 (the ’423 patent), which relates to a 

visual inspection system for a printing press.  In one embodiment, the ’423 patent 

discloses using a sensor surrounded by LEDs to look for defects in paper as it 

passes through various locations in the printing press.   

In the inter partes reexamination that gave rise to the current appeal, QIPC 

proposed rejecting original claims 1-12 under 35 U.S.C. § 103 as obvious over 
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Helmrich, Rambaldi and Ross, A228, and the Examiner adopted QIPC’s proposed 

rejections, A345.  Quad/Tech then amended several of the rejected claims and 

added new claims 13–72.  Quad/Tech submitted an Information Disclosure 

Statement that included Maruyama. In response to the amendment, QIPC 

proposed rejecting claim 61 under 35 U.S.C. § 103 as obvious over Sainio and 

Ross.  A465-66.  QIPC did not support any additional rejections of claims 1-12, 

Once again, the Examiner adopted QIPC’s proposed rejections.  A605-10. 

The Examiner issued an Action Closing Prosecution rejecting all 72 claims.  

In particular, claim 1 (which was representative of claims 2-60) was rejected as 

obvious over Maruyama and Ross, and claim 61 (which was representative of 

claims 62-72) was rejected as obvious over Sainio and Ross.  The Examiner 

maintained the rejections of claims 1 and 61 in her Right of Appeal Notice (RAN).

At no point before the RAN was issued did QIPC propose to the Examiner a 

rejection of claim 1 based on the combination of Sainio and Ross.  

In its appeal to the Board, QIPC merely presented arguments in defense of 

the Examiner’s rejection of claims 1 and 61.  Nowhere did QIPC allege that the 

Examiner should have rejected claim 1 based on Sainio and Ross.  It did not even 

suggest that the Board consider the patentability of claim 1 in view of those 

references.  The Board reversed the rejection of claim 1, and affirmed the rejection 

of claim 61.  
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QIPC appealed the Board’s decision reversing the rejection of claim 1.  In its 

appeal brief to this Court, for the first time, QIPC suggested that claim 1 might be 

obvious over the combination of Sainio and Ross.

On appeal, in a precedential opinion, this Court vacated the Board’s 

rejection of claims 1-60.  The panel held that “the Board erred by not considering 

the combination of Sainio and Ross as a new ground for rejection of claims 1-60.”  

Op. at 19.     

IV. ARGUMENT 

Although 37 CF.R. § 41.77(b) expressly states that the Board “may” issue a 

new ground of rejection if it knows of a ground of rejection not raised in the 

appeal, the panel determined that the Board “must” designate a new ground of 

rejection in those circumstances, and ordered the Board to consider a new ground 

of rejection based on the combination of Sainio and Ross.  The panel’s decision 

was wrong for three independent reasons.  First, the panel went outside the record 

in addressing the new ground issue.  Second, the panel was barred from addressing 

the new ground issue because new grounds are specifically committed to the 

Board’s discretion.  Finally, even if the panel was not barred from reaching the 

new ground issue, the Court lacked authority to compel the Board to consider a 

new ground of rejection.
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A. The Panel Was Required To Confine Its Review To The Record On Appeal 

The Patent Act expressly provides that this Court “shall review the decision 

from which an appeal is taken on the record” before the USPTO.  35 U.S.C. § 144 

(emphasis added).  In appeals from the Board, the record contains the “arguments 

and evidence presented by the parties,” and this Court’s review of the Board’s 

decision is limited to “the four corners of that record.” In re Gartside, 203 F.3d 

1305, 1314 (Fed. Cir. 2000); In re Watts, 354 F.3d 1362, 1367 (Fed. Cir. 2004) 

(stating that “our review of the Board’s decision is confined to the ‘four corners’ of 

that record”).

Since the record dictates the parameters of the review, this Court has 

emphasized that it “cannot” look to new arguments “to find justification for the 

Board’s decision.” Gartside, 203 F.3d at 1314 (“We cannot look elsewhere to find 

justification for the Board’s decision.”); Rambus v. Rea, 731 F.3d 1248, 1256 (Fed. 

Cir. 2013) (“we will not affirm a Board rejection . . . which essentially provides a 

new motivation to combine the references”).  The corollary of that principle must 

also be true: this Court cannot look to new arguments to find justification for an 

appellant’s position.  That corollary is embodied in the Board’s own rules, which 

make it clear that arguments not made to the Board are waived.  See 37 C.F.R.

§ 41.37(c)(iv) (any arguments or authorities not included in the appeal brief will be 

refused consideration by the Board for purposes of the present appeal); see also In
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re Baxter, 678 F.3d 1357, 1362 (Fed. Cir. 2012) (finding that arguments not raised 

before the Board are waived); Watts, 354 F.3d 1362 at 1367 (same).  Therefore, the 

panel was only authorized to review the rejections and arguments the parties 

presented to the Board.   

The only argument QIPC presented to the Board concerning claim 1 was 

that Maruyama and Ross rendered claim 1 obvious.  And the Board agreed with 

Quad/Tech, concluding that it was unable to find any reason why one of ordinary 

skill in the art would have considered Maruyama’s copier or laser printer to read 

on the claimed “printing press,” and thus reversed the rejection of claim 1.  If the 

panel was dissatisfied with the Board’s rationale, it could have simply reversed the 

Board’s decision because it agreed with QIPC that claim 1 would have been 

obvious over Maruyama and Ross, or because it found that based on the evidence 

of record, “it is hard to see why one of skill in the art would not have thought” that 

Maruyama disclosed a “printing press” as broadly recited in the claim.  See 

Randall Mfg. v. Rea, 733 F.3d 1355, 1363 (Fed. Cir. 2013) (finding that the prior 

art of record showed that it was known to stow a bulkhead near the ceiling).  But 

what the panel could not do is what it did here: entertain QIPC’s new argument 

that claim 1 is obvious in light of the combination of Sainio and Ross.  That 

argument was not made on the record before the agency. 
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B. The APA Bars The Panel From Reviewing Whether The Board Should 
Have Considered A New Ground Of Rejection 

Under the APA, there is a presumption that agency action is reviewable by 

courts. Abbott Labs. v. Gardner, 387 U.S. 136, 140 (1967).  That presumption, 

however, is not absolute.  Indeed, the APA provides an exception to judicial 

reviewability where agency action is “committed to agency discretion by law.”  5 

U.S.C. § 701(a)(2).  As the Supreme Court held in Heckler v. Chaney, 470 U.S. 

821 (1985), agency action is deemed committed to the agency discretion when “the 

statute is drawn so that a court would have no meaningful standard against which 

to judge the agency’s exercise of discretion.” Id. at 830.

“The absence of any statutory factors to guide the agency’s decision-making 

process, in combination with the open-ended nature of the inquiry, generally 

supports the conclusion that the ‘agency action is committed to agency discretion 

by law.’” Tamenut v. Mukasey, 521 F.3d 1000, 1004 (8th Cir. 2008) (en banc); see

also Ellison v. Connor, 153 F.3d 247, 253 (5th Cir. 1998) (finding no review 

permitted where statutory standards are at a “level of generality” that does “not 

require the consideration of specific factors, the making of findings or the 

development of any additional evidentiary record”); Kendkler v. Wirtz, 388 F.2d 

381, 383 (3rd Cir. 1968) (finding no review permitted where “the statutory 

standard is expressed in such general concepts that it requires and must 
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contemplate the exercise of discretion in choice among various rational 

alternatives”).

In this case, the Board has the authority to choose whether to issue a new 

ground of rejection.  Section 41.77(b) of 37 C.F.R. expressly states that the Board 

“may,” not “must,” issue a new ground under certain conditions.  This provision is 

thus an exception to normal appellate practice, where the appellate body’s review 

is confined to identifying errors of the initial decisionmaker. Cf. NSK Corp. v. U.S. 

Intern. Trade Comm’n, 542 Fed.Appx. 950 (Fed. Cir. 2013) (non-precedential) 

(“[C]ourts of appeals . . . are decidedly courts of error.”).  Section 41.77(b) 

recognizes that in some instances, the Board will become aware of a rejection that 

should have been made, and it authorizes the Board to make such rejections on a 

purely discretionary basis.   Thus, the choice of whether to designate a new ground 

of rejection is an exception to the Board’s normal appellate function and is 

specifically committed to the Board’s discretion. 

Moreover, there are no meaningful standards against which to evaluate the 

Board’s discretion.  As noted above, § 41.77(b) gives the Board discretion to issue 

a new ground of rejection “[s]hould [it] have knowledge of any grounds not raised 

in the appeal for rejecting any pending claim.”  And any new ground of rejection is 

subject to review on the merits.  See Leithem, 661 F.3d at 1319. But that language 

provides no indication of what “knowledge of any grounds” is, it lists no factors 
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for the Board to consider in making that determination, and it specifies no 

particular standards for a court to analyze in cabining the agency’s discretion.  The 

Board clearly has “knowledge of any grounds” when it actually issues a new 

ground of rejection.  Indeed, the Board is precluded from making a new ground of 

rejection without designating it as such. Rambus, 731 F.3d at 1256.  However,

§ 41.77(b) does not mandate that the Board issue a new ground of rejection.  If the 

Board does not enter a new ground of rejection, there will be no indication in its 

decision that it even considered making one, much less any reasoning explaining 

its failure to do so.  Since § 41.77(b) does not state a meaningful standard to assess 

the Board’s exercise of discretion, any assertion that the Board improperly failed to 

take action is not within the ambit of the APA. See Chaney, 470 U.S. at 828 

(before judicial review may occur under the APA, party must “clear the hurdle of  

§ 701(a)”).

C. The Panel Did Not Have The Authority To Order The Board To Consider 
The Combination Of Sainio And Ross As A New Ground Of Rejection Of 
Claims 1-60 

 Even if this Court has jurisdiction under § 701(a)(2) to hear the new ground 

issue, it lacks authority to compel the Board to consider the new ground under

§ 706(1).  Section 706 provides that a “reviewing court shall—(1) compel agency 

action unlawfully withheld or unreasonably delayed; and (2) hold unlawful and set 

aside agency action, findings, and conclusions found to be,” among other things, 
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“arbitrary, capricious, an abuse of discretion, or otherwise not in accordance with 

law.”  5 U.S.C. § 706. The panel decision ran afoul of § 706 for essentially the 

same reason it ran afoul of § 701 – it impermissibly interfered with the agency’s 

exercise of its discretion.

 Courts are generally precluded from compelling administrative agencies to 

exercise their discretion in a manner favored by the courts.  Indeed, a federal court 

may not compel an agency to take a particular action unless the agency has failed 

to discharge a specific and nondiscretionary duty—i.e., unless the action is legally 

required, see Norton v. So. Utah Wilderness Alliance, 542 U.S. 55, 64 (2004); INS

v. Ventura, 537 U.S. 12, 16 (2002) (per curiam).  As the Supreme Court has 

explained, “a claim under § 706(1) can proceed only where a plaintiff asserts that 

an agency failed to take a discrete agency action that it is required to take.”  

Norton, 542 U.S. at 64 (italics in original).   

 Here, the panel appears to have created a new, non-discretionary rule that 

required consideration of a new ground of rejection in this case.  However, nothing 

in the Patent Act or the applicable regulations supports this requirement.  The 

express language of 37 C.F.R. § 41.77(b) makes clear that designating a new 

ground of rejection is completely discretionary.  The word “may” in the rule 

simply gives the Board the authority to make a new ground of rejection.  As the 

USPTO explained in discussing 37 C.F.R. § 41.50(b), which is virtually identical 
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to the text of 37 C.F.R. § 41.77(b), “the exercise of authority under [the rule] is 

discretionary.”  MPEP § 1213.02.  Indeed, this Court, like its predecessor, has 

recognized that issuing a new ground of rejection is discretionary, not mandatory.

See e.g., Leithem, 661 F.3d at 1319 (stating that the Board has the right to make 

additional findings); Loehr, 500 F.2d at 1393 (declaring that the Board may enter 

new grounds “if it sees fit”).

 The panel appears to have relied on Rambus v. Rea, 731 F.3d 1248 (Fed. Cir. 

2013) as support for its decision.  Op. at 18.  However, Rambus did not hold that if 

the Board has knowledge of a new ground of rejection, it must enter a new ground 

of rejection.  Op. at 18 (after reciting the language of § 41.77(b), stating that “[i]n 

those instances, the ‘Board must designate its decision a new ground of 

rejection’”).  Rather, Rambus stands for the unremarkable principle that if a 

Board’s decision relies on a ground for rejecting a claim that was not raised in the 

appeal, then it must designate that ground as a new ground of rejection to ensure 

that the appellant is afforded a fair opportunity to respond.  See Rambus, 731 F.3d 

at 1256.  Nowhere did this Court state in Rambus, or in any other decision 

identified by the Panel, that the Board is required to issue a new ground of 

rejection if it has knowledge of a rejection not discussed in the appeal. 

Nor may a court specify the procedures that an administrative agency must 

follow when performing its statutory responsibilities.  While “[a]gencies are free to 
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grant additional procedural rights in the exercise of their discretion, . . . reviewing 

courts are generally not free to impose them if the agencies have not chosen to 

grant them.” Vermont Yankee Nuclear Power Corp. v. Natural Res. Def. Council, 

Inc., 435 U.S. 519, 524 (1978); see Pension Benefit Guar. Corp. v. LTV Corp., 496 

U.S. 633, 653-656 (1990).  In reviewing the legal sufficiency of the reasons for the 

agency’s decision, a court may not “substitute its judgment for that of the agency.”

Bowman Transp., Inc. v. Arkansas-Best Freight System, Inc., 419 U.S. 281, 285 

(1974).

The harm here is not that the panel set aside the Board’s decision, but that it 

created a new rule that requires the Board to consider new grounds of rejection 

when it has knowledge of one.  That rule cuts against fundamental principles of 

administrative law by substituting this Court’s judgment for that of the agency.

The panel could not substitute its views regarding the day-to-day Board procedures 

for those of the Board.  See Chaney, 470 U.S. at 831-32 (“[t]he agency is far better 

equipped than the courts to deal with the many variables involved in the proper 

ordering of its priorities.”); see also Norton, 542 U.S. at 66-67 (“The principal 

purpose of the APA limitations . . . is to protect agencies from undue judicial 

interference with their lawful discretion”).
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V. CONCLUSION

The USPTO is keenly aware that the panel believes that the Board issued an 

inconsistent decision.  However, the panel cannot stray from its own authority by 

creating new precedent requiring the Board to enter a new ground of rejection or 

otherwise justify not doing so in a case where no such ground was raised by the 

parties before it.  For the foregoing reasons, the panel should grant rehearing and 

affirm the Board’s decision in this case. 

August 25, 2014    Respectfully submitted,  

/s/ Sydney O. Johnson, Jr.
NATHAN K. KELLEY
Solicitor

THOMAS W. KRAUSE  
Deputy Solicitor
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U.S. Patent and Trademark Office  
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   United States Patent and Trademark Office 

Case: 12-1630      Document: 102     Page: 17     Filed: 08/25/2014



CERTIFICATE OF SERVICE

I hereby certify that on August 25, 2014, I electronically filed the  

attached APPELLEE DIRECTOR OF THE UNITED STATES PATENT AND 

TRADEMARK OFFICE PETITION FOR PANEL REHEARING (with 

Addendum) using the Court’s CM/ECF filing system.  Counsel for the Appellant 

and Counsel for the Cross-Appellant were electronically served via e-mail through 

the Court’s CM/ECF system per Fed. R. App. P. 25 and Fed. Cir. R. 25.

/s/ Sydney O. Johnson, Jr.
SYDNEY O. JOHNSON, JR.  
Associate Solicitor, USPTO  
Mail Stop 8, P.O. Box 1450
Alexandria, Virginia 22313-1450
571-272-9035

Case: 12-1630      Document: 102     Page: 18     Filed: 08/25/2014



ADDENDUM   

Case: 12-1630      Document: 102     Page: 19     Filed: 08/25/2014



INDEX TO ADDENDUM 

Opinion.............................................................................................................. A1-22 

37 C.F.R. § 41.37(c)(iv) ........................................................................................ A23 

37 C.F.R. § 41.50(b) ............................................................................................. A24 

37 C.F.R. § 41.77(b) ............................................................................................. A25 

MPEP § 1213.02 ................................................................................................... A26 

Case: 12-1630      Document: 102     Page: 20     Filed: 08/25/2014



A1

Case: 12-1630      Document: 102     Page: 21     Filed: 08/25/2014



A2

Case: 12-1630      Document: 102     Page: 22     Filed: 08/25/2014



A3

Case: 12-1630      Document: 102     Page: 23     Filed: 08/25/2014



A4

Case: 12-1630      Document: 102     Page: 24     Filed: 08/25/2014



A5

Case: 12-1630      Document: 102     Page: 25     Filed: 08/25/2014



A6

Case: 12-1630      Document: 102     Page: 26     Filed: 08/25/2014



A7

Case: 12-1630      Document: 102     Page: 27     Filed: 08/25/2014



A8

Case: 12-1630      Document: 102     Page: 28     Filed: 08/25/2014



A9

Case: 12-1630      Document: 102     Page: 29     Filed: 08/25/2014



A10

Case: 12-1630      Document: 102     Page: 30     Filed: 08/25/2014



A11

Case: 12-1630      Document: 102     Page: 31     Filed: 08/25/2014



A12

Case: 12-1630      Document: 102     Page: 32     Filed: 08/25/2014



A13

Case: 12-1630      Document: 102     Page: 33     Filed: 08/25/2014



A14

Case: 12-1630      Document: 102     Page: 34     Filed: 08/25/2014



A15

Case: 12-1630      Document: 102     Page: 35     Filed: 08/25/2014



A16

Case: 12-1630      Document: 102     Page: 36     Filed: 08/25/2014



A17

Case: 12-1630      Document: 102     Page: 37     Filed: 08/25/2014



A18

Case: 12-1630      Document: 102     Page: 38     Filed: 08/25/2014



A19

Case: 12-1630      Document: 102     Page: 39     Filed: 08/25/2014



A20

Case: 12-1630      Document: 102     Page: 40     Filed: 08/25/2014



A21

Case: 12-1630      Document: 102     Page: 41     Filed: 08/25/2014



A22

Case: 12-1630      Document: 102     Page: 42     Filed: 08/25/2014



§41.37 Appeal brief. 

.

 (c) Content of appeal brief. (1) Except as otherwise provided in this 
paragraph, the brief shall contain the following items under appropriate headings 
and in the order indicated in paragraphs (c)(1)(i) through (v) of this section, except 
that a brief filed by an appellant who is not represented by a registered practitioner 
need only substantially comply with paragraphs (c)(1)(i), (c)(1)(ii), (c)(1)(iv), and 
 (c)(1)(v) of  this section: 

 (iv) Argument. The arguments of appellant with respect to each ground of 
rejection, and the basis therefor, with citations of the statutes, regulations, 
authorities, and parts of the Record relied on. The arguments shall explain why the 
examiner erred as to each ground of rejection contested by appellant. Except as 
provided for in §§41.41, 41.47 and 41.52, any arguments or authorities not 
included in the appeal brief will be refused consideration by the Board for purposes 
of the present appeal. Each ground of rejection contested by appellant must be 
argued under a separate heading, and each heading shall reasonably identify the 
ground of rejection being contested (e.g., by claim number, statutory basis, and 
applied reference, if any). For each ground of rejection applying to two or more 
claims, the claims may be argued separately (claims are considered by appellant as 
separately patentable), as a group (all claims subject to the ground of rejection 
stand or fall together), or as a subgroup (a subset of the claims subject to the 
ground of rejection stand or fall together). When multiple claims subject to the 
same ground of rejection are argued as a group or subgroup by appellant, the Board 
may select a single claim from the group or subgroup and may decide the appeal as 
to the ground of rejection with respect to the group or subgroup on the basis of the 
selected claim alone. Notwithstanding any other provision of this paragraph, the 
failure of appellant to separately argue claims which appellant has grouped 
together shall constitute a waiver of any argument that the Board must consider the 
patentability of any grouped claim separately. Under each heading identifying the 
ground of rejection being contested, any claim(s) argued separately or as a 
subgroup shall be argued under a separate subheading that identifies the claim(s) 
by number. A statement which merely points out what a claim recites will not be 
considered an argument for separate patentability of the claim. 
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§41.50 Decisions and other actions by the Board. 
.

(b) New ground of rejection. Should the Board have knowledge of any grounds 
not involved in the appeal for rejecting any pending claim, it may include in its 
opinion a statement to that effect with its reasons for so holding, and designate 
such a statement as a new ground of rejection of the claim. A new ground of 
rejection pursuant to this paragraph shall not be considered final for judicial 
review. When the Board enters such a non-final decision, the appellant, within two 
months from the date of the decision, must exercise one of the following two 
options with respect to the new ground of rejection to avoid termination of the 
appeal as to the rejected claims: 

(1) Reopen prosecution. Submit an appropriate amendment of the claims so 
rejected or new Evidence relating to the claims so rejected, or both, and have the 
matter reconsidered by the examiner, in which event the prosecution will be 
remanded to the examiner. The new ground of rejection is binding upon the 
examiner unless an amendment or new Evidence not previously of Record is made 
which, in the opinion of the examiner, overcomes the new ground of rejection 
designated in the decision. Should the examiner reject the claims, appellant may 
again appeal to the Board pursuant to this subpart. 

(2) Request rehearing. Request that the proceeding be reheard under §41.52 by 
the Board upon the same Record. The request for rehearing must address any new 
ground of rejection and state with particularity the points believed to have been 
misapprehended or overlooked in entering the new ground of rejection and also 
state all other grounds upon which rehearing is sought. 
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§41.77 Decisions and other actions by the Board. 
 (b) Should the Board reverse the examiner's determination not to make a 

rejection proposed by a requester, the Board shall set forth in the opinion in 
support of its decision a new ground of rejection; or should the Board have 
knowledge of any grounds not raised in the appeal for rejecting any pending claim, 
it may include in its opinion a statement to that effect with its reasons for so 
holding, which statement shall constitute a new ground of rejection of the claim. 
Any decision which includes a new ground of rejection pursuant to this paragraph 
shall not be considered final for judicial review. When the Board makes a new 
ground of rejection, the owner, within one month from the date of the decision, 
must exercise one of the following two options with respect to the new ground of 
rejection to avoid termination of the appeal proceeding as to the rejected claim: 

(1) Reopen prosecution. The owner may file a response requesting reopening 
of prosecution before the examiner. Such a response must be either an amendment 
of the claims so rejected or new evidence relating to the claims so rejected, or both. 

(2) Request rehearing. The owner may request that the proceeding be reheard 
under §41.79 by the Board upon the same record. The request for rehearing must 
address any new ground of rejection and state with particularity the points believed 
to have been misapprehended or overlooked in entering the  new ground of 
rejection and also state all other grounds upon which rehearing is sought. 
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1213.02 New Grounds of Rejection by Board  
 
***** 
**> 
(f) Extensions of time under § 1.136(a) of this title for patent applications are not 

applicable to the time periods set forth in this section. See § 1.136(b) of this title 
for extensions of time to reply for patent applications and § 1.550(c) of this title for 
extensions of time to reply for ex parte reexamination proceedings.< 
 
 
Under 37 CFR *>41.50(b)<, the Board may, in its decision, make a new rejection 
of one or more of any of the claims pending in the case, including claims which 
have been allowed by the examiner. 
 
While ** the Board >is authorized< to reject allowed claims, this authorization is 
not intended as an instruction to the Board to examine every allowed claim in 
every appealed application. It is, rather, intended to give the Board express 
authority to act when it becomes apparent, during the consideration of rejected 
claims, that one or more allowed claims may be subject to rejection on either the 
same or on different grounds from those applied against the rejected claims. Since 
the exercise of authority under 37 CFR *>41.50(b)< is discretionary, no inference 
should be drawn from a failure to exercise that discretion. 
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